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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Roots Canada Ltd.

Granted to Date
of previous
extension

03/07/2012

Address 1400 Castlefield Avenue
Toronto, M6B 4C4
CANADA

Attorney
information

Joseph R. Dreitler
Dreitler True, LLC
137 E. State Street Suite 101
Columbus, OH 43215
UNITED STATES
jdreitler@ustrademarklawyer.com, mtrue@ustrademarklawyer.com,
ttrofino@ustrademarklawyer.com Phone:614-545-6354

Applicant Information

Application No 85353128 Publication date 11/08/2011

Opposition Filing
Date

03/07/2012 Opposition
Period Ends

03/07/2012

Applicant Luna, Gustavo
945 Brett St.
Inglewood, CA 90302
UNITED STATES

Goods/Services Affected by Opposition

Class 025.
All goods and services in the class are opposed, namely: Clothing, namely, hats, jackets, shirts, t-
shirts, sweaters, pants, shorts, beanies, polo shirts, short sleeve shirts, long sleeve shirts, v-neck
shirts, tank tops, hooded sweatshirts, shoes, and belts

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Mark Cited by Opposer as Basis for Opposition

U.S. Registration
No.

1815610 Application Date 02/09/1989

Registration Date 01/11/1994 Foreign Priority
Date

NONE

http://estta.uspto.gov


Word Mark ROOTS

Design Mark

Description of
Mark

NONE

Goods/Services Class 003. First use:
SADDLE SOAP AND SHOE POLISH
Class 018. First use:
LUGGAGE, HANDBAGS, WALLETS, KEY CASES AND LEATHER KEY FOBS
Class 025. First use:
FOOTWEAR; NAMELY, SHOES, SLIPPERS, BOOTS, GOLF SHOES,
GLOVES, HOSIERY, SCARVES, BELTS, T-SHIRTS, SWEATSHIRTS,
CLOTHING OF ALL TYPES; NAMELY, SLACKS, SHIRTS, SOCKS, TIES,
SUITS, JACKETS, COATS, DRESSES, BLOUSES, SKIRTS AND JEANS
Class 042. First use:
RETAIL OUTLET SERVICES FOR SELLING FOOTWEAR; NAMELY, SHOES,
SLIPPERS, BOOTS, GOLF SHOES; SHOE ACCESSORIES; NAMELY,
SADDLE SOAP AND SHOE POLISH; LUGGAGE, WALLETS, HANDBAGS,
KEY CASES AND LEATHER KEY FOBS, SCARVES, BELTS, T-SHIRTS,
SWEATSHIRTS, HOSIERY, GLOVES, CLOTHING OF ALL TYPES; NAMELY,
SLACKS, SOCKS, TIES, SHIRTS, SKIRTS, JACKETS, COATS, DRESSES,
BLOUSES, AND JEANS

Attachments Roots Canada - Graff Roots - Notice of Opposition (2).pdf ( 7 pages )(111387
bytes )
Opp_1815610_CutePDF.pdf ( 2 pages )(123822 bytes )
Opp_1815610_AssignmentStatus_CutePDF.pdf ( 2 pages )(95087 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Joseph R. Dreitler/

Name Joseph R. Dreitler

Date 03/07/2012
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 IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

IN THE MATTER OF: TRADEMARK APPLICATION NO. 85353128 -- GRAFFROOTS 
DATE OF PUBLICATION:  November 8, 2011  

 
ROOTS CANADA LTD., 
 
  Opposer, 
 
 v. 
 
GUSTAVO  LUNA,  
 
                        Applicant. 

Opposition No.:___________ 

 
 

NOTICE OF OPPOSITION 

Roots Canada Ltd. (hereinafter "Opposer" or "Roots"), a corporation organized under the 

laws of Canada, having offices at 1400 Castlefield Avenue Toronto, Ontario, Canada M6B 4C4, 

believes that it will be damaged by the registration of U.S. Serial No. 85/353128 and hereby 

opposes registration of the same under the provisions of Section 13 of the Trademark Act of 

July 5, 1946, 15 U.S.C. § 1063.  As grounds therefor, it is alleged that: 

1. Roots and its related companies and affiliates have, since long prior to June 22, 

2011, the filing date and constructive use date alleged by Gustavo Luna (hereinafter referred to 

cu"ÐCrrnkecpvÑ+"hqt"vjg"vtcfgoctm"GRAFFROOTS."hqt"ÐClothing, namely, hats, jackets, shirts, t-

shirts, sweaters, pants, shorts, beanies, polo shirts, short sleeve shirts, long sleeve shirts, v-neck 

shirts, tank tops, hooded sweatshirts, shoes, and beltsÑ, been engaged in the offering of a wide 

variety of clothing and other products,  under the mark ROOTS.  Roots and its various related 

cpf"chhknkcvgf"gpvkvkgu"ujcnn"jgtgchvgt"dg"eqnngevkxgn{"tghgttgf"vq"cu"ÐQrrqugtÑ0"" 



 
5089313v1 

2 

 2. Roots is a well-known manufacturer, distributor and retailer of clothing, footwear, 

leather products, personal care products and housewares, among other things, all of which Roots 

distributes around the world under the ROOTS® trademark.  Roots has sold handbags and other 

related goods under the ROOTS® trademark in the United States since as early as 1995.  Roots 

has promoted and sold shoes under its well-known and famous ROOTS® trademark for 35 

years.  For over 25 years, Roots has promoted and sold apparel under the ROOTS® trademark.  

Roots has built a large and successful business in the United States under the ROOTS® 

trademark.  For example, the ROOTS® trademark gained tremendous popularity in the United 

States when Roots was selected to design the U.S. Olympic team uniforms for the 2002 Winter 

Olympic Games in Salt Lake City, and also outfitted the U.S. Olympic team in 2004 and 2006.  

ROOTS® apparel has also been worn by celebrities and featured in films. 

 3. Roots owns the following U.S. registration for its well-known and famous 

ROOTS® trademark for a wide variety of leather goods, and for retail outlet services.   

Trademark Status Goods/Services 

ROOTS 
SN:73-779721 
RN:1,815,610 

Registered:  
January 11, 1994 

(Int'l Class: 3) Saddle soap and shoe polish 
(Int'l Class: 18) Luggage, handbags, wallets, key cases and leather key 
fobs 
(Int'l Class: 25) Footwear; namely, shoes, slippers, boots, golf shoes, 
gloves, hosiery, scarves, belts, t-shirts, sweatshirts, clothing of all types; 
namely, slacks, shirts, socks, ties, suits, jackets, coats, dresses, blouses, 
skirts and jeans 
(Int'l Class: 42) Retail outlet services for selling footwear; namely, shoes, 
slippers, boots, golf shoes; shoe accessories; namely, saddle soap and shoe 
polish; luggage, wallets, handbags, key cases and leather key fobs, 
scarves, belts, t-shirts, sweatshirts, hosiery, gloves, clothing of all types; 
namely, slacks, socks, ties, shirts, skirts, jackets, coats, dresses, blouses, 
and jeans 

 
 

 
A copy of the current printout from the USPTO's TARR database showing the current status and 

title of this tgikuvtcvkqp"*vjg"ÐTqqvu"OctmÑ+"are attached to this Notice of Opposition as Exhibit 

A. 
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 4. The certificate of registration identified in paragraph 3 is valid and subsisting and 

record title is in Opposer; the certificate of registration is prima facie evidence of the validity of 

the registration, the RegkuvtcpvÓu"qypgtujkr"qh"vjg"octm."cpf"qh"vjg"TgikuvtcpvÓu"gzenwukxg"tkijv"vq"

use the mark in commerce in connection with the goods and services specified in the certificate 

of registration under the provisions of 15 U.S.C. § 1057(b) and constructive notice of the 

TgikuvtcpvÓu" encko" qh" qypgtujkr" wpfgt" 37" W0U0E0" ¸ 1072.  The registration is incontestable, 

which provides conclusive evidence of its validity under 15 U.S.C. § 1115(b). 

5. On June 22, 2011, Applicant filed application Serial Number 85/353128 Î 

GRAFFROOTS Î for  ÐClothing, namely, hats, jackets, shirts, t-shirts, sweaters, pants, shorts, 

beanies, polo shirts, short sleeve shirts, long sleeve shirts, v-neck shirts, tank tops, hooded 

sweatshirts, shoes, and beltsÑ0   

6. The goods described by AprnkecpvÓu"GRAFFROOTS mark for ÐClothing, namely, 

hats, jackets, shirts, t-shirts, sweaters, pants, shorts, beanies, polo shirts, short sleeve shirts, long 

sleeve shirts, v-neck shirts, tank tops, hooded sweatshirts, shoes, and beltsÑ." are identical to 

OppougtÓu"goods offered under its ROOTS mark. 

7. Upon information and belief, the goods for which Applicant seeks to register the 

designation GRAFFROOTS are the same or very similar to the goods Oppose provides under its 

ROOTS® trademark, and will be offered to the same persons. 

8. Wrqp"kphqtocvkqp"cpf"dgnkgh." vjg"CrrnkecpvÓu"goods will be marketed, promoted 

and offered through the same marketing channels as are the goods provided by Opposer under its 

ROOTS® trademark. 
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9. The designation GRAFFROOTS which the Applicant seeks to register is very 

ukoknct"vq"QrrqugtÓu"hcoqwu"TQQVU"octm0""" 

10. The Opposer, since long prior to Applicant' constructive use date of June 22, 2011 

for GRAFFROOTS, has spent and continues to spend, large sums of money in the promotion and 

advertisement of its various goods and service identified and distinguished by its ROOTS  mark, 

and by reason of such promotion and advertising and the high quality of all the products and 

ugtxkegu" ectt{kpi" vjg"QrrqugtÓu" vtcfgoctmu." Qrrqugt" pqy" gplq{u" c" xcnuable goodwill and an 

enviable and famous reputation with respect to its trademarks and its goods and services.  

11. The distinctive trademark ROOTS and other variations owned by Opposer has 

attained widespread public recognition and acquired great value as an identification of the source 

of goods and services in or by Opposer for more than thirty-five (35) years of continuous and 

widespread use on products and services and the expenditure of millions of dollars in advertising 

cpf"rtqoqvkpi"QrrqugtÓu"TQQVU"mark to its customers and potential customers; and the said 

octm"fkuvkpiwkujgu"QrrqugtÓu"iqqfu"cpf"ugtxkegu"htqo"vjg"iqqfu"cpf"ugtxkegu"qh"qvjgtu0"" 

12. The designation GRAFFROOTS which Applicant seeks to register is merely 

QrrqugtÓu"octm"TQQVU"preceded by the term ÐGRAFFÑ0""Dgecwug" the term ÐGRAFFÑ"within 

the designation that has no meaning other than to modify ROOTS, consumers will assume 

GRAFFROOTS for a wide varity of clothing items are simply a new line of ROOTS clothing.  

Potential customers who hear ÐGRAFFROOTSÑ" wugf" kp" eqppgevkqp"ykvj"clothing and apparel 

items that are identical to the types of goods offered by Opposer under its ROOTS mark will 

think that Applicant and/or its GRAFFROOTS clothing items are connected with or sponsored 

by Opposer. 
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13. The use, promotion and registration of GRAFFROOTS by the Applicant, a direct 

competitor of Opposer, will cause customers throughout the United States to assume, 

gttqpgqwun{." cpf" vq"dg" eqphwugf."okungf"cpf1qt" fgegkxgf." vjcv" vjg"CrrnkecpvÓu"GRAFFROOTS 

apparel is chhknkcvgf"ykvj." gpfqtugf" qt" urqpuqtgf" d{"Qrrqugt." cnn" vq" vjg"QrrqugtÓu" kttgrctcdng"

damage.  

 14. Opposer's ROOTS® trademark is famous under the Lanham Act. 

 15. The Application to register GRAFFROOTS ycu"hkngf"chvgt"QrrqugtÓu"TQQVU̶"

trademark became famous. 

 16. Registration of Applicant's GRAFFROOTS mark will likely dilute the distinctive 

quality of the ROOTS® trademark because the registration of Applicant's GRAFFROOTS mark 

yknn"nguugp"vjg"ecrcekv{"qh"QrrqugtÓu"TQQVU̶"vtcfgoctm"vq"kfgpvkh{"cpf"fkuvinguish goods and 

services offered exclusively by Roots. 

 17. Registration of GRAFFROOTS is likely to dilute the ROOTS® trademark in 

violation of Section 43(c) of the Lanham Act, 15 U.S.C. §1125(c). 

 18. For the reasons set forth in paragraphs 1 through 17, Opposer believes, and in so 

believing asserts, that the goodwill in its distinctive ROOTS trademark will be damaged under 

Section 2(d) and will also be diluted under Section 43 (c), and that the Applicant should be 

denied the registration of GRAFFROOTS for the goods for which it has filed application Serial 

No. 85/353128. 

19. By reason of the foregoing, Applicant's application of GRAFFROOTS for 

ÐClothing, namely, hats, jackets, shirts, t-shirts, sweaters, pants, shorts, beanies, polo shirts, short 

sleeve shirts, long sleeve shirts, v-neck shirts, tank tops, hooded sweatshirts, shoes, and beltsÑ"is 

likely to both cause confusion with and dilute Opposer's marks for the same and related goods 
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and services, and thus is not registrable under Section 13 of the Trademark Act of 1946 (15 

U.S.C. § 1063).   

WHEREFORE, Opposer prays that this Opposition be sustained and that application 

Serial No. 85/353128 Î GRAFFROOTS - be refused registration. 

The fee of $300.00 as provided by Sections 13 and 31 of the Trademark Act of 1946 is 

paid by charging Opposer's attorneys' deposit account. 

Please recognize Joseph R. Dreitler and Mary R. True, both members of the Bar of the 

State of Ohio, as its attorneys to prosecute this Notice of Opposition and to transact all business 

in the Patent and Trademark Office in connection herewith.  Please address all communications 

to:  Joseph R. Dreitler, c/o Dreitler True LLC, 137 E. State Street, Columbus, Ohio 43215.   

Dated: March 7, 2012 
 

Respectfully submitted, 

 
Joseph R. Dreitler 
Mary R. True 
DREITLER TRUE LLC 
137 E. State Street 
Columbus, Ohio 43215  
Telephone:  (614) 545-6354  
Facsimile:   (614) 221-2169 

Attorneys for Opposer 
Roots Canada Ltd. 

Attachment 
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CERTIFICATE OF SERVICE 
 

 The undersigned hereby certifies that a true and accurate copy of the foregoing Notice of 

Opposition was served via email First Class U.S. mail this 7th day of March, 2012, upon the 

following:   

Gustavo Luna 
945 Brett St. 
Inglewood, CA 90302 

 
 
 
 
    
        
       Joseph R. Dreitler 
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